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r*' 

DETAILED ACTION 

Defective Appeal Brief 
1 . The appellant's 89 page "Brief is defective for exceeding the principal brief size limit 
without receiving special leave from the Board to file an oversized "brief." The Federal Rules 
(of Appellate Procedure) provide a safe harbor limit for principal briefs of 30 pages. Fed. R. 
App. P. 32 (7)(A); 28 U.S.C. Appendix. Alternately, appellants may certify brief volume to a 
maximum of 14,000 words or 1300 lines with a monofaced type. FED. R. App. P. 32 (7)(B & C); 
28 U.S.C. Appendix. As a further alternative, the party may obtain special leave from the 
adjudicator. Fed. R. App. P. 32, Judicial Advisory Committee Annotations on Rule 32. 

The Administrative Procedures Act proscribes that unless a statute on point or an agency 
promulgated rule on point exists, the [Federal] Rules of Evidence and Procedure apply, 5 U.S.C. 
§ 559. The United States Patent and Trademark Office is an administrative agency within the 
context of the Administrative Procedures Act, Dickenson vs. Zurko, 50 USPQ2d 1930, 1933; 527 
U.S. 150 (1999). In his majority opinion, Justice Breyer held that § 559 generates uniform 
standards among the agencies. Dickenson vs. Zurko at 1935. 

By way of example, a rule on point expressly superceding § 559 is the express page limit 
for briefs filed before the Trademark Trial and Appeal Board. 37 CFR § 2.128(b). Statutes 
superceding § 559 include other portions of the Administrative Procedures Act such as the 
standard of review expressly proscribed in 5 U.S.C. § 706 wherein the § 706 standard of review 
superceded implementation of Rule 52(A) as triggered via § 559. Dickenson vs. Zurko at 1932. 
There is no statutory limit within Titles 35 or 5 of the Code or Title 37 of the Rules on brief size 
before the Board of Patent Appeals and Interferences. As there is no express rule or statute on 
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point limiting brief size, the 30 page safe harbor limit of Rule 32 applies unless a party is granted 
permission via special leave from the Board upon exercise of the Board's discretionary authority 
or unless party elects to certify volume as expressed in word count or line count. 

When a party generates an oversized brief, he unduly burdens the adjudicator with 
excessive analysis and obscures the focus of the issues they need analyze and decide, thereby 
making the task of the adjudicator (in this instance, the Board) more difficult. As such, a party 
needs obtain permission from the adjudicator when burdening it with such an extra workload. 
Since applicant failed to obtain leave from the Board of Patent Appeals and Interferences for the 
filing of an oversized brief, applicant's 89 page brief is defective. 

As noted in the included annotated sections, the Judicial Advisory Committee wrote Rule 
32(7) with its 14,000 word/1300 line limitations, toward a goal of proximating Rule 32 in word 
content with the 50 page limit of old Rule 28(G) of which it was replacing. Rule 28(G) was 
written at a time when briefs were generated on typewriters. 

As a courtesy to applicant, the examiner includes for applicant's benefit the article 
warning that briefs certified with MS Word® may give erroneous word counts if the factory 
default options are not properly deselected-held to be inexcusable attorney misrepresentation. 
2. Applicant has misstated the status of claims 46-47 with respect to rejections evidenced in 
whole or part by Higham et al. or Lavigne as having been withdrawn by the examiner. Only the 
rejections of claim 45 as evidenced by Higham et al.., the 102 rejection evidenced by Lavigne to 
claim 45, and the 103 rejection evidenced by Lavigne in view of Aten to claim 45 were 
withdrawn by the examiner. No rejections on claims 46 or 47 were withdrawn. In accord with 
37 CFR 1.192 (8) (iii and iv) and MPEP § 1206, applicant's brief is defective. If applicant's 
intent is to concede these rejections, he need not address these rejections. 
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Conclusion 



3. 



Appellant is required to comply with provisions of 37 CFR 1 .192(c) and Rule 32. 



To avoid dismissal of the appeal, Appellant must comply within the longest of any of the 
following TIME PERIODS: (1) ONE MONTH or THIRTY DAYS, whichever is longer, from 
the mailing of this communication; (2) within the time period for reply to the action from which 
appeal has been taken; or (3) within two months from the date of the notice of appeal under 37 
CFR 1.191. Extensions of these time periods may be granted under 37 CFR 1.136. 
4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Exmr. Michael E. Butler whose telephone number is (703) 308- 
8344. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Ellis, can be reached on (703) 308-2560. The fax number for the Group 
is (703) 305-7687. 





Michael E. Butler 
Examiner 




